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Election/Restrictions 

Applicant's election of Group I, claims 18-26 and 33-38 in Paper No. 9 is acknowledged. 
Because applicant did not distinctly and specifically point out the supposed errors in the 
restriction requirement, the election has been treated as an election without traverse (MPEP 
§ 818.03(a)). 



Tfifdrftt at i oft Disclosure Statement 
The information disclosure statement filed 4/1 1/01 fails to comply with 37 CFR 
1.98(a)(3) because it does not include a concise explanation of the relevance, as it is presently 
understood by the individual designated in 37 CFR 1.56(c) most knowledgeable about the 
content of the information, of each patent listed that is not in the English language. It has been 
placed in the application file, but those patents referred to therein have not been considered. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 21, 33, 35, and 36 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 21 and 35 claims that "up to 30% silver" is included in the metal oxides which are 
sprayed upon a substrate to form a coating. This limitation is unclear because the specification 
clearly describes (see pages 18-19, lines 28-1) the presence of 20-30% by weight of silver nitrate 
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or oxide added to the metal oxides which are sprayed on, and not pure silver as the claim 
describes. 

A broad range or limitation together with a narrow range or limitation that falls within the 
broad range or limitation (in the same claim) is considered indefinite, since the resulting claim 
does not clearly set forth the metes and bounds of the patent protection desired. Note the 
explanation given by the Board of Patent Appeals and Interferences in Ex parte Wu, 10 
USPQ2d 2031, 2033 (Bd, Pat, App= & Inter, 1989) 3 as to where broad language is followed by 
"such as" and then narrow language. The Board stated that this can render a claim indefinite by 
raising a question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required feature of 
the claims. Note also, for example, the decisions of Ex parte Steigewald, 131 USPQ 74 (Bd. 
App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 86 USPQ 481 
(Bd. App. 1949). In the present instance, claim 33 recites the broad recitation "thickness of at 
least 5mm", and the claim also recites "more preferably greater than 8mm" which is the narrower 
statement of the range/limitation. 

Claim 36 is states that a material is "in the form of one of a powder, a slurry, and a 
solution" but the use of "or" in place of "and" seems more appropriate. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 18-26 and 33-36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chen et al. (5196400), in view of Cukauskas ("The properties of YBCO thing films with silver 
doping prepared by spray pyrolysis" J. Appl. Physics 1990). 

Regarding claims 33 and 18, Chen et al. teaches the application of a YBCO coating to a 
substrate, which may be a target for magnetron sputtering (Column 3, lines 52-57). Chen et al. 
further teaches that the coating may be applied by plasma spraying and may product coating to 
0.2 inches (Columns 3 and 4, lines 64-66 and 13-15 respectively). Chen et al. does not teach the 
addition of a noble metal to the coating. 

In addition, with regards to claim 18, the instantly claimed product is a product by 
process. When the examiner has found a substantially similar product as in the applied prior art, 
the burden of proof is shifted to the applicant to establish that their product is patentably distinct 
and not the examiner to show the same process as making. In re Brown. 173 USPQ 685 and In 
re Fessman, 180 USPQ 324. 

Cukauskas teaches a similar spray coating process for YBCO, where small amounts of 
silver are included in the precursor solution that is sprayed (see paragraph 2). 

Chen et al. and Cukauskas are analogous art because they are from the same field of 
endeavor, which is thermal spray coatings of YBCO. It would have been obvious to modify the 
coating and method of Chen et al. by adding silver because Cukauskas teaches that the addition 
of silver is beneficial to the morphology of the film and makes thermal spraying more applicable 
for large scale applications (see abstract, conclusions and also paragraph 2). 
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Regarding claim 19, both references teach applying a superconductive precursor. The 
presence of superconductive phase as deposited is inherent in the deposition process described. 

Regarding claims 20, 21, 34 and 35, Cukauskas teaches adding silver by adding between 
0.02 mole/1 and 0.05 mole/1 of AgN0 3 to a precursor solution (see paragraph 3). 

Regarding claims 22 and 23, the limitation that the composite is a target for a sputtering 
magnetron is simply an intended use of the composite claimed. Regardless, Chen et al. teaches 
that the coated substrate mav indeed be a tareet for a .snuttetmff magnetron fCnh 
57) and that the target of such is cylindrical (Column 3, lines 21-22). 

Regarding claims 24-26, the properties claimed are material properties which would be 
expected to be inherent in the product. Thus as the product made by the combination of Chen et 
al. and Cukauskas is the same as that which is claimed, it would be expected to have the same 
properties. Furthermore, Chen et al. teaches that poor conductivity of heat and electricity are a 
problem of concern in the manufacture of superconducting materials for targets of sputtering 
magnetrons (Columns 1-2, lines 60-26). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to optimize these properties, since it has been held that 
discovering an optimum value or a result effective variable involved only routine skill in the art. 
In re Boesch, 617 R2 nd 272, 205 USPQ 215 (CCPA 1980). The artisan would have been 
motivated to optimize both thermal conductivity and electrical conductivity by the reasoned 
explanation that Chen et al. teaches such is necessary and desirable for such targets. 

Regarding claim 36, Chen et al. teaches that, by the definition of plasma spraying, the 
method includes spraying powder through a nozzle (Columns 3-4, lines 64-1). 
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Claims 37 and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable over Chen et 
al. (5196400), in view of Cukauskas ("The properties of YBCO thing films with silver doping 
prepared by spray pyrolysis" J. Appl. Physics 1990) as applied to claim 33 above, and further in 
view of applicant's admitted prior art (AAPA). 

Chen et al. and Cukauskas teach the method of coating as described with respect to claim 
33 above. Neither teaches using cryogenic cooling. However, applicant discloses that it is 
already known in the prior art to cool the substrate (page 1, lines 11-13), that flame-sprayed 
substrates need to be cooled (page 1, lines 23-24), and further that rapidly cooling of flame- 
sprayed coatings produced dense layers, particularly when using cryogenic gas (page 2, lines 1- 
3). Given these teachings are admitted by the applicant as known in the art, the cooling step 
using cryogenic liquid is obvious. 

Chen et al., Cukauskas, and AAPA are analogous art because they are from the same 
field of endeavor, which is thermally sprayed coating. It would have been obvious to modify the 
method of Chen et al. by cooling the substrate as described because doing so may produce a 
denser coating and also counter-act the effects of the high temperatures associated with such 
application techniques. 

Conclusion 

Any inquiry concerning this or earlier communications from the examiner should be 
directed to Colleen Cooke, whose telephone number is 703-305-1 136. She can normally be 
reached Monday-Thursday from 7: 15-5 :45pm. 
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If attempts to reach the examiner by telephone are unsuccessful, her supervisor, Thomas 
Dunn, can be reached at 703-308-3318. The official fax number for the organization where this 
application or proceeding is assigned is 703-305-6078. The unofficial fax number for this 
examiner is 703-746-3048. 

Any inquiry of a general nature relating to the status of this application or proceeding 
should be directed to the receptionist, whose telephone number is 703-308-0661. 



CPC 9/23/2002 
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